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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 12 February 2004 . 
2a)D This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [><] Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E2 The drawing(s) filed on 15 January 2004 is/are: a)D accepted or b)[x] objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 3/23/04 . 

3) [3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ N °t'ce of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 1/15/04 . 6) Q Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040323 
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DETAILED ACTION 

This application consists of claims 1,4,9,10,11,15,17,19 listed as independent 
claims with corresponding Formulae IIJIA J V , .V>VA I XCI I CXVI I CXVII respectively, 
wherein A component can be (UN)substituted phenyl or (UN)substituted cycloalkyl or 5- 
or 6-membered heteroaromatic ring. With the above claims listed as independent 
claims, the claims in this application are the claims 1-21 which will generate many 
species, which will fall in many classes and subclasses according to U.S. Patent 
classification system. Therefore, restriction/election is necessary as follows. See 
enclosed interview summary dated 3/23/04. 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims(in part) 1-21 compounds, composition, drawn to compounds, 
composition wherein A component of the Formulae II , II A ,V , ) V, 
VA,XCI,CXVI,CXVII is Phenyl or cycloalkyl, classified in class 514, 
subclasses 649,675,6788,717; Class 560, subclasses 8,19,38,39,75,205; 
class 564, subclasses 123,149. 

II. Claims(in part) 1-21 , drawn to compounds wherein A component of the 
Formulae ll,IIA,V',V,VA,XCI,CXVI,CXVII = heterocycle, classified in 
classes, subclasses depending on the nature of heterocycle and 
substituents onto them. E.g. pyridine will fall in class 546, pyrimidine will 
fall in class 544, thiophene will fall in class 549. If this group is elected 
further restriction will be required as there are many unknowns. 
Additionally, a single species from the working examples must be 
disclosed with all variables exactly and definitely known nature. 

The inventions are distinct, each from the other because of the following reasons: 

The groups as presented above, are patentably distinct inventions, each from the 
other because of the following reasons: The compounds of Groups l-ll are drawn to: 

(1 ) . Structurally diverse compounds that are made and used 

independently of each other; 

(2) . Species/Compounds are separately classified; 

(3) Classes/subclasses will require separate literature searches; 

(4) Species/Compounds are not art recognized equivalents, and 

additionally, 



Application/Control Number: 10/685,183 
Art Unit: 1624 



Page 3 



(5). The Claims of the groups lack unity of invention(see MPEP 

803.02). 

Based on above stated data i.e. (1) - (5)., claims 1,4,9,10,11,15,17,19 also lacks 
unity of invention. 

2. Inventions I, II are related as different product(s), and their ability to have 
biological activity for a use. Note, the compounds with different structure(s) of 
W09946232 can also be used for the utility as claimed herein. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 

5. This application contains claims directed to the following patentably distinct 
species of the claimed invention: Compound of the Formulae II, IIA, V\ V, VA, XCI, 
CXVI.CXVII wherein A = Phenyl; Compounds of Formulae wherein A = Cycloalkyl; 
Compounds of the Formulae wherein A = Heterocycle. These cores together with the 
various bridges/side chains and substitutents as claimed herein will provide many 
species, which are patentably distinct. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claimsl ,4, 9,1 0,1 1,15,17,19 generic because 
they represent different formulae, and the claims recite them as an agent, which 
included composition(s) of the said, compounds also. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

6. During a telephone conversation with ATTY. Mr. Kreisler on 3/23/04 a provisional 
election was made without traverse to prosecute the invention of Group I, claims(in 
part)1-21 wherein A = Phenyl or cycloalkyl. Affirmation of this election must be made by 
applicant in replying to this Office action. Since claims 1-21 link with other invention, the 
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subject matter of Claims(in part)1-21 wherein A = heterocycle is withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

7. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Applicasnts' election without traverse of the invention of Group I consists of 
diversified compounds claims 1,4,9,10,1 1,15,17,19 listed as independent claims with 
corresponding Formulae ll l IIA l V , I V l VA l XCI l CXVI l CXVII respectively. 

The restriction/election is considered proper, is maintained, and is made FINAL. 

First action on merits follows. 

Information Disclosure Statement 

8. The information disclosure statement (IDS) submitted on 1/15/04 is being 
considered by the examiner. A signed copy of the PTO Form 1449 is enclosed with this 
communication for applicants' record. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claiml 9 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims1-10, of 
copending Application No. 10684644 , filed 10/14/-03. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because the instant A 
component in the Formula CXVII read on to Formulae l\l,IB wherein A = cycloalkyl. 

1 1 . The compounds of instant application differ by having additional meanings for A, 
X components (where applicable). Additionally, the instant compounds have the same 
utility as claimed in reference 1 644. Therefore, if ref.'644 is allowed, it would extent, the 
monopoly of the instant U. S. Application Sr. No. 1 06851 83. 
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12. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

13. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-21 rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap between 
the elements. See MPEP § 2172.01. The omitted elements are: The exact make up of 
a" Biologically active agent". The claims 1,2 define the term agent as a compound, 
whereas it is meant as a composition. Also, the claims remain silent for definite and 
exact meaning of" biological activity". An agent cannot be a single compound. 
Correction to:" A compound of the Formula I or Formula MA or Formula' or Formula V or 
Formula VA or Formula XCI Or Formula CXVI or Formula CXVII "is required. 

Claims 4,11,19 recite R3, R2, R9 components (where applicable) as: "a 
Hydrogen atom". What is excluded in the definition of components? The claims read 
onto phenyl ring as a partially hydrogenated molecule also, for which the main 
independent claims remain silent. Phenyl group as presented is never partially 
hydrogenated ring. Correction is required. 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

15. Claims 9-14are rejected under 35 U.S.C. 102(b) as being anticipated by Young 
et al (WO9962520 dated 12/1999, also cited as Chemical Abstract DN 132:22755). 
Young teaches making of compounds with CASRN #251965-90-9(=2-butenoic acid, 2- 
hydroxy-4- [3-[(4-methylphenyl) methoxy] phenyl-4-oxo-); CASRN # 251 965-92-1 (=2- 
butenoicacid, 2-hydroxy-4-oxo-4- [-3-(phenyl) methoxy] phenyl]-); CASRN#251 965-93- 
2/#251 96-94-3/#251 965-95-4/251 965-96-5 wherein the positions of the -CO- bridge 
occupies different positions in the phenyl ring, and A component can have halogen(s), 
alkyl, alkoxy as substituents. 

16. Claims 9 is rejected under 35 U.S.C. 102(b) as being anticipated by Kameo et 
al (Chemical Abstract DN 1 1 1 :1 08486, also cited as Chemical & Pharmaceutical 
Bull. 37/5,1 260-7(1 989). Kameo teaches making of compounds with CASRN #122399- 
90-0 & CASRN# 122399-91-1 wherein in instant A is (UN) substituted by a halogen. 

17. Claims 17,18 are rejected under 35 U.S.C. 102(b) as being anticipated by Carlo 
et al (Chemical Abstract DN 65:20620 also cited as BE 667498)). Carlo teaches making 
of compounds with CASRN #6686-26-6(= Butyric acid, 4-(phenyl- (benzyloxy) phenyl-). 
The instant compounds overlap with the ref. Carlos with A + phenyl. 
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18. Claims 17-18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Momose et al (Chemical Abstract DN 128:154084, also cited as WO9803505 dated 
1/1998). Momose teaches making of compounds with CASRN # 152380-68-2(= 
Benzenebutanoic acid, 3-(phenylmethoxy)- 

Claim Rejections - 35 USC § 103 

1 9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

21. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sato 
et al (JP05230009, also cited as Chemical Abstract DN120: 134060). 

22. Sato teaches making of compo8und with CAS RN # 153039-02-2(= Acetic acid, 
3-(4-aminomethyl) phenyl) methoxyphenyl-methyklthio-) which has a core:" Substituted 
phenyl-CH2-0-Phenyl-CH2-S-CH2-COOH". 

23. Sato differs from the instant compounds by having a different substituent onto the 
phenyl ring and acetic acid bridge instead of instant propionic acid onto Sulfur atom. I.e. 
-S-CH-CH2-COOH. 

24. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing hydrogen atom(s) of 
benzene ring -CH- by fluorine to prepare the mono 2-Fluoro or 2,6-difluorocompound of 
a benzene derivative and simultaneously extend acetic acid bridge to propionic acid as 
claimed herein, and try out the use/utility as a pharmaceutical by using the conventional 
chemistry knowledge. The motivation stems from the expectation of making compounds 
having equal or better pharmaceutical/biological agent(s). 

25. "Analogous alkaline bridge(s) variations would be structurally obvious (Structural 
relationships e.g. Extension of alkylele or reduction of the same). See In re Dillon, 
919F.2d at 1904. See also Deul, 51 F. 3d at 1558, 34 U.SP.T.Q. 2d at 1214. Structural 
relationships may provide the requisite motivation or suggestion to modify one 
compound to obtain another compound(s)". For example, one compound may suggest 
its homologue/isomer, because homology/isomer often have similar properties, and 
therefore, chemists of ordinary skill would ordinarily contemplate making them to try to 
obtain compounds with improved properties, or merely to satisfy their production goals. 
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26. Claims 9-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kameo et al (Chemical Abstract DN 1 1 1 :1 08486, also cited as Chemical & 
Pharmaceutical Bull .37/5, 1 260-7(1 989)). 

27. Kameo teaches making of compound with core(s):"Heterocycle -CH2-0-Phenyl- 
CO-CH = CH-COOH (see compound with CAS RN # 1 22399-93-3). 

28. Kameo differs from the instant compounds by having a Pyridine ring instead of 
the phenyl ring. Kameo also teaches making of acetrylthio-3-benzoylpropionoc acid 
derivatives I.e. Phenyl-CO-CH2CH-SAC-COOH instead of instant Phenyl-CO-CH2-S- 
CH2-CH2-COOH. 

29. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing hydrogen atom(s) of- 
CH2- by NH2 and extend the alkylene bridge to prepare the -CO-CH2-S-CH2-CH2- 
COOH or-CO-CH2-S-CH2-CH(NH2)-CH2-COOH bridge to propionic acid as claimed 
herein, and try out the use/utility as a pharmaceutical by using the conventional 
chemistry knowledge. The motivation stems from the expectation of making compounds 
having equal or better pharmaceutical/biological agent(s). 

30. Claims 9-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Franke et al et al (Chemical Abstract DN 82:124990, also cited as Helvetica Chimica 
Acta, 58/1,278-83(1975)). 

31 . Franke teaches making of compound with CASRN # 54860-12-7 and54860-1 1-6 
with E and Z double bond geometry in a core:" Cycloalkyl-CH2-0-Phenyl-CH = C (ME)- 
CH2-COOH. 

32. Franke differs from the instant compounds by having a Me group as substituent 
onto instant CH bridge I.e.- CH = C (ME)- instead of-CH = CH-. 

33. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing Methyl group by 
hydrogen atom(s) onto -CH = C (ME)- to make the unsubstituted alkylene bridge to 
prepare the -CH = CH-CH2-COOH bridge (H vs. Me substitution) as claimed herein, 
and try out the use/utility as a pharmaceutical by using the conventional chemistry 
knowledge. The motivation stems from the expectation of making compounds having 
equal or better pharmaceutical/biological agent(s). 

34. Claims 1 7-1 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Tajima et al et al (Chemical Abstract DN 130:237567, also cited as WO 991 1255). 

35. Tajima teaches making of compound with CASRN # 221 258-65-7;CASRN# 
221 258-68-0;CASRN#221 261 -93-4 ;CASRN#22 1262-95-6 in a core:" Alkyl substituted 
phenyl-CH2-0-Phenyl-Alkylene-COOH". 

36. Tajima differs from the instant compounds by having a different alkyl bridge 
varying in -Carbon-Carbon length or-CH2-CH2- group as substituent onto instant 
phenyl or propionic acid. 

37. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing butyl or pentyl 
group(s) of benzene by methyl and extend the propionic acid chain to butyric acid 
prepare the -CH2-CH2-CH2-COOH bridge (i.e. 2(CH2) vs. 3(CH2) or C4-C5 alkyl vs. 
C1 alkyl) as claimed herein, and try out the use/utility as a pharmaceutical by using the 
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conventional chemistry knowledge. The motivation stems from the expectation of 
making compounds having equal or better pharmaceutical/biological agent(s). 

38. Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki et al et al (Chemical Abstract DN 1 16:214149, also cited as EP 470832 dated 
2/1992). 

39. Suzuki teaches making of compounds with CASRN # 141 184-85-2/141 184-96-2 
and CASRN # 141 184-87-4 with a core:" Phenyl or Cycloalkyl-CH2-0-Substituted 
Phenyl-CH2-CH2-CH2-COOH. 

40. Suzuki differs from the instant compounds by having a phenyl group as 
substituent onto instant phenyl. 

41 . It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing phenyl of biphenyl 
group by hydrogen atom(s) onto -CH- if phenyl ring to make the unsubstituted phenyl 
as claimed herein, and try out the use/utility as a pharmaceutical by using the 
conventional chemistry knowledge. The motivation stems from the expectation of 
making compounds having equal or better pharmaceutical/biological agent(s). 

42. Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shoda et al et al (Chemical Abstract DN 130:281874, also cited as W09919291 dated 
4/1999). 

43. Shoda teaches making of compounds with CASRN # 222627-31-8/222627-32-9 
with a core:" Cycloalkyl-CH2-0-Substituted Phenyl-CH2-CH2-CH2-COOH. 

44. Shoda differs from the instant compounds by having a phenyl group as 
substituent onto instant phenyl. 

45. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing phenyl of biphenyl 
group by hydrogen atom(s) onto -CH- if phenyl ring to make the unsubstituted phenyl or 
hydrogenate the phenyl ring to cyclohexane or hydrogenate cyclopentene to 
cyclopantane as claimed herein, and try out the use/utility as a pharmaceutical by using 
the conventional chemistry knowledge. The motivation stems from the expectation of 
making compounds having equal or better pharmaceutical/biological agent(s). 

46. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Young et al (Chemical Abstract DN 132:22755, also cited as WO 9962520 dated 
12/1999). 

47. Young teaches making of compounds with CASRN # 251965-60-3/251965-61-4 
with a core:" Cycloalkyl-NH-CO-Substituted Phenyl-dioxobytyric acid ". 

48. Young differs from the instant compounds by having one CH2 group less with 
NH-CO bridge with a phenyl group substituted by a modified alkyl for instant R9 group 
onto instant phenyl having a mono-oxobutyric acid. 

49. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or replacing-CH2-phenyl by - 
CH3/alkyl or -Oalkyl as claimed herein, and try out the use/utility as a pharmaceutical 
by using the conventional chemistry knowledge. The motivation stems from the 
expectation of making compounds having equal or better pharmaceutical/biological 
agent(s). 
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50. Claims 19-21are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Egbertson et al (Chemical Abstract DN 122:315098, also cited as WO 9412181 dated 
6/1994). 

51 . Egbertson teaches making of compounds a core:" Hetero-Cycloalkyl/saturated 
heterocycle-alkylene-NH-CO- (un) Substituted Phenyl-CO-NH-CH (NHS02Alkyl)- 
COOH". 

52. Egbertson differs from the instant compounds by having one CH2 group more 
with NH-CO- phenyl group substituted by a -CO-NH-CH2-CH(modified NH2)-COOH 
instead of instant phenyl having a mono-oxobutyric acid. 

53. It would have been obvious to one having ordinary skill in the art at the time of 
invention to prepare instant compounds by modifying or reducing-alkylene- bridge i.e. 
from C2 to C1 and retain the mono-oxobutyric acid side chain as claimed herein, and try 
out the use/utility as a pharmaceutical by using the conventional chemistry knowledge. 
The motivation stems from the expectation of making compounds having equal or better 
pharmaceutical/biological agent(s). 

54. Claiming of a new use, new function or unknown property, which is inherently 
present in the prior art, does not necessarily make the claim patentable. In re Best, 562 
F. 2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). See also MPEP 2141 .02. 

55. It has been held that a prior art disclosed compounds is sufficient to render a 
prima facie case of obviousness as species falling within a genus. See In re SUSI, 440 
F 2d 442, 169 USPQ 423, 425 (CCPA 1971), followed by Federal Circuit in Merck & co. 
V. Biocraft Laboratories, 847 F 2d 804, 10 USPQ 2d 1843, 1846 (Fed. Cir.1989).See In 
re Dillon 16 USPQ 2nd. 1897, 1923 regarding a prima facie case of obviousness of 
structurally similar compounds disclosed by prior art" regardless lo the properties 
disclosed in the inventor's application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sudhaker B. Patel, D. Sc. Tech. whose telephone 
number is (571) 272-0671. 

The examiner can normally be reached on 6:30 to 5:00 pm (Monday-Thursday). If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Mukund J. Shah can be reached on (571) 272 0674 or Sr. Examiner Mr. 
Richard Raymond at (571) 272 0673 or Mr. James O. Wilson at (571) 272-0661. 

The fax phone numbers for the organization where this application or proceeding 
is assigned are 703 308 4556 for regular communications and 703 308 4556 for After 
Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308 
1235. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97 (toll-free). 




Sudhaker B. Patel, D.Sc. Te 
March 25, 2004 
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